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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 58-73 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 58-73 is/are rejected. 
/)□ Claimfe) Is/are objected to. 

8) 0 Clalm{s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawlng(s) filed on is/are: s)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) Is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or font) PTO-152. 

Priority under 35 U.S.C. § 11 9 

12) D Acknowledgment is made of a daim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Applicafion No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ NoUce of References Cited (PTO-892) 4) □ Interview Sumniary (PTCM 1 3) 

2) □ Notice of Drattsperson's Patent Drawing Review (PTO-948) Paper No(syMajl Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(syMail Date . 6) O Other: . 



U.S. Patent and Tiademaik Office 
PTOL-326 (Rev. 1-04) 



OfRce Action Summaiy 



Part of Paper No./Mail Date 021 52005 



Application/Control Number: 10/622,224 Page 2 
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DETAILED ACTION 
Reissue Applications 

1 . The reissue oath/declaration filed with this application is defective because the error 
which is rehed upon to support the reissue appUcation is not an error upon which a reissue can be 
based See 37 CFR 1.175(a)(1) and MPEP § 1414. 

The Declaration filed 07/18/2003 is defective because the error for a "housing" in stead 
of a "unitary housing" in claims 16-58 is not an error upon which a reissue can be based. 

2. In accordance with 37 CFR 1. 175(b)(1), a supplemental reissue oath/declaration under 37 
CFR 1 .175(b)(1) must be received before this reissue application can be allowed. 

Claims 59-73 are rejected as being based upon a defective reissue declaration under 35 
U.S.C. 25 1 . See 37 CFR 1 . 175. The nature of the defect is set forth above. 

Receipt of an appropriate supplemental oath/declaration under 37 CFR 1. 175(b)(1) will 
overcome this rejection under 35 U.S.C. 251. An example of acceptable language to be used in 
the supplemental oath/declaration is as follows: 

"Every error in the patent which was corrected in the present reissue application, and is not covered by a prior 
oath/declaration submitted in this application, arose without any deceptive intention on the part of the applicant." 

On page 2 of the Declaration, it states that "all error being corrected . . . without any 
deceptive intention on the part of any other appUcant". It is not clear who is referred as "any 
other apphcant". The Declaration should be corrected by changing "any other applicant" to -the 
appHcants— or deleting "on the part of any other applicant". 
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AMENDMENT TO THE CLAIMS 

3. Claims added to the patent must follow the number of the highest numbered patent claim 
(37 CFR 1 . 121(b)(2)(i)(B)) and must be underlined in their entirety. 

New claims 59-73 must be underUned in their entirety. 

Objection C.F.R. 1.75 

4. Claims 59, 63 and 65-66 are objected as presenting inconsistencies. 

In claim 59, lines 2 and 5, and claim 65, line 3, before "tubular", —elongated — should be 
inserted. 

Claim Rejections -35 use §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This appUcation currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. AppHcant is advised of the obUgation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the appUcability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (Q or (g) prior art under 35 U.S.C. 103(a). 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obhgation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the appUcability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
6. Claims 59, 67, 68 and 73 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McCabe (U.S. patent 3,671,685) in view of Miyahra et al. (U.S. patent 4,447,677) and further in 
view of Killion (U.S. patent 4,677,679). 

Regarding claims 59 and 73, Kelsey teaches an insert earphone that conprises a housing 
(13, 13A, 13B, 13C, 13D) having a hollow elongated tubular portion (28), a receiver (15), a 
resilient sealing member (10, lOA, lOB, IOC, lOD) as claimed (figure 11). The housing extends 
into and substantially acoustically sealing the ear canal of the wearer as claimed (figure 1 1 and 
see page 3, lines 40-49). 

As shown in the drawing, the earphone of Kelsey does not require a long flexible tube 
between the hollow elongated tubular portion of the housing and the resilient sealing member. 
Kelsey does not specifically teach that the earphone provides a high fidelity response as claimed. 
However, connecting a hearing aid to any communication system such as a high fidelity system 
or connecting a hearing aid to a circuitry or an ampUfier for providing an output signal with 
relatively high fidelity is known in the art. 
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Therefore, it would have been obvious to one skilled in the art to connect the hearing aid 
of Kelsey to any communication system such as a high fidelity system or connecting the 
earphone of Kelsey to any audio signal processing circuitry for providing high fidelity fi-equency 
response to the device, or for providing a response that compensates for loss of external ear 
resonance and coupUng resonance for the improved frequency characteristics. 

Regarding claims 67-68, Kelsey shows the resilient seahng member (10) as claimed 
(figxires 1 and 5). 

7. Claims 59-68 and 73 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyahra et al. (U.S. patent 4,447,677). 

Regarding claims 59 and 73, Miyahra teaches an insert earphone that comprises a 
housing (3) having a hollow elongated tubular portion (12), a receiver (1), a sealing member (1 1) 
as claimed (figure 11). Miyahra does not specifically teach that the seahng member is a resilient 
material as claimed. 

However, providing the earplug made of resilient material is known in the art. 

Therefore, it would have been obvious to one skilled in the art to provide the earplug (11) 
of Miyahra device to be made of a resilient material for providing a better seahng to the ear canal 
of the wearer. 

As shown in the drawing, the earphone of Miyahra does not require a long flexible tube 
between the hollow elongated tubular portion of the housing and the resilient seahng member. 
Miyahra does not specifically teach that the earphone provides a high fidelity response as 
claimed. 
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However, connecting a hearing aid to any communication system such as a high fidelity 
system or connecting a hearing aid to a circuitry or an anplifier for providing an output with 
high fidelity audio signals is known in the art. . 

Therefore, it would have been obvious to one skilled in the art to connect the hearing aid 
of Miyahra to any communication system such as a high fidelity system or to an audio signal 
processing circuitry for providing high fidelity fi-equency response to the device, or for providing 
a response that compensates for loss of external ear resonance and couphng resonance for the 
improved fi-equency characteristics. 

Regarding claims 60-63, Miyahra et al. teaches a resilient material (57) as claimed (figure 
1 and see col. 4, hnes 33-37). 

Regarding claim 64, Miyahra shows the receiver (1) that is supported within the housing 
(3) as claimed (figure 1). 

Regarding claim 65, Miyahra shows the receiver that is supported within the housing and 
has a sound outlet port (54, 55) extending partially into the hollow elongated tubular portion (12) 
of the housing (figure 1). 

Regarding claim 66, as broadly claimed, the sound outlet port (55) extending partially 
into the hollow elongated tubular portion (12) of the housing (figure 1) directly contacts a 
surface of the hollow elongated tubular portion (12). 

Regarding claim 67, Miyahra shows a resilient sealing member (11) that has one 
projecting flange portion. 
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Regarding claim 68, Miyahra does not show a plurality of projecting flange portions as 
claimed. However, the examiner takes the Office Notice that providing a plurality of flange 
portions for the earplug or the sealing member is known in the art. 

Therefore, it would have been obvious to one skilled in the art to provide a plurality of 
flange portions for the earplug (11) of Miyahra for providing a better sealing and holding the 
device to the ear canal of the wearer. 

8. Claims 69-72 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kelsey 
(U.S. patent 2,430,229) or Miyahra et al. (U.S. patent 4,447,677) in view of Killion (U.S. patent 
4,677,679). 

Regarding claims 69-70, Kelsey or Miyahra does not teach a filter as claimed. However, 
it is very well known in the art to provide a filter for improving the quaUty sound of the hearing 
aid device. 

Killion teaches a network circuit (40, 40a, 40a*, 40b) to be connected to a receiver (21) 
for providing a high-fidelity response (col. 3, lines 42-50 and col. 6, Unes 44-56). 

Therefore, it would have been obvious to one skilled in the art to provide the network 
circuit or the filter, as taught by Killion, to be connected to the receiver of Kelsey or Miyahra for 
modifying the fi^equency characteristics and providing high quality soimd to the device. 

Regarding claim 71-72, Kelsey or Miyahra in view of Killion do not specifically teach 
the location of the filter as claimed. 
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However, the examiner takes the Office Notice that providing a network circuit or a filter 
in the hearing aid housing or a pocket unit such as a junction unit external to the housing is 
known in the art. 

Therefore, it would have been obvious to one skilled in the art to provide the network or 
the filter, as taught by KilUon, in the housing or a junction unit of the Kelsey or Miyahra hearing 
aid device for greater flexibility. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HUYEN D. LE whose telephone number is (703) 305-4844. The 
examiner can normally be reached on 9:30AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, CURTIS KUNTZ can be reached on (703) 305-4708. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) systenL Status information for published appUcations 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



HL 

February 17, 2005 




HUYEN LE 
PRIMARY EXAMINER 
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REISSUE GUIDE 
For <bt Patent Eantoer Reissue Appli^*™ Cl>«kli=* 

T^«.„<™i.giteo.proviaee,^UoaUon.fo,.i.eoo..^^^^ 
Examiner Reissue AppUcation Checkbst: 



1. 



ekctromcallyftomtheexanuner^C^ftel^ 

ORDER." ■nx nammtr should levK" i part of the reissue eKunmaOon. 

Sdit^-y late-filed Won.^D«^^JS?^ft^^ 
S^S^ie^*^™-"^'""*"'"""'" 

is iu-pe-ative that a dete^iuatiou of the pa,e« «nut« ^^^Z^"^ 
ofa^eapplication. Che<* Jie ^t^^^'p^^^ Adjustment or 
disclaimers which will co,«rol fte "^"^ in a Certificate of Correcdoo of 

'^^^.^^^^^^^'-^'^'-^'"''^'^ 
patent before the expiration of the term. 

^Bxarr^shouldalso^e^^^^-S^Xl^tt^ ^ 
PC-based OASIS Home Page by selectmg RAM. iviam 

years and 1 1.5 years after the patent date. 
Hthepatenthasexpiredduetoend^^^^-^e^ 

feJ, l\ of the claims should be ^«J«*J^^^^]^^r 4e ^e^ired portion of the term of Ae 
bT^areissueapphcationcanoxdybeS^^^ Cir. 1983), ^ch 

original patent Cite re Morgan. 990 R2d 123^^^^ Ifthe patent term has 

hoSTt reissue -^^^r.'^^^^ZfnotlZ can be issued. To reir^te Ae 
e^ired due to nonpayment of n«urt*»^ce f^^^^^^ (to establish payment of 

original patent, a petition under 37 CFR 1 377 or :» / ^ 
^n^rteoance fees) must be filed and granted. 
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3. The O.G. publication date is indicated on the top center of the file wrapper face of the gold and 
white reissue applications (09 and 10 series) or on the pink ''REISSUE" tag (08 series and earlier 
applications). It may also be foxind by displaying "Contents'* on the examiner's PC PALM 
screen, and checking the early Contents entries for "Notice of Reissue Published in Official 
Gazette, (MPEP 1430). If the notice has not been published, the application should be 
forwarded to OIPE for pubUcation of the Notice, via the TC SPRE. No notice will be published 
for CPA reissue applications filed under 37 CFR 1.53(d). [Requests for Continued Examination 
(RCEs) are not considered new applications and thus, are not published.] Once announced in the 
Official Gazette, the reissue files, if they are not being woiked on by the examiner, are then open 
to the public and are available for inspection and/or copying. 

4. MPEP Sec. 1441 provides for a two-month delay period from the date of Notice of Reissue 
Filing in the Official Gazette in order that members of the public may have time to review the 
reissue application and submit pertinent information (in the form of a protest under 37 CFR § 
1.291) to the Office before the examiner's first action. No Office action should be issued by the 
examiner until the expiration of the delay period (phis two weeks to allow for entry of p^ers). 
Continuation/divisional reissue applications may be taken up for action prior to the e^qpiration of 
the two-month delay p^od. 

5 . See MPEP Sec. 1 90 1 .06. If the application contains a protest, the protest must be reviewed: 

a) To determine if the protest or the ^plication file wrapper indicates that a copy of the 
protest has been served on applicant or applicant's attorney or agent. 

b) If the protest, or copy, does not indicate service on applicant or appUcant's attorney or 
agent, then contact apphcant or apphcant*s attorney or agent, but not tiie protestor, to 
determine if service was made. 

c) If it is determined that service was made, then note that feet on the protest or on the 
application fiile, together with the date of the call to apphcant. 

d) If proof of service is not found, then bring the protest and appUcation file to the attention 
of the TC SPRE for appropriate action. 

e) If the protest is ready for consideration, then consider it in the next action as set foith in 
MPEP §1901.06. 

f) If necessary, the examiner may obtain apphcanfs comments on the protest before taking 
any further action. In such situations, the examiner will offer ^plicant an opportunity to 
file conaments within a set period of time, usually one ( 1) month, unless circumstances 
warrant a longer period. Use Form Paragraph 19.01. 

In the next Office action, the examiner should indicate whether and how the grounds of the 
protest are used. The Office action should include a detailed statement of the examiner *s 
consideration of the protest in view of MPEP 1901. 06, even if the grounds are not used in the 
Office action 
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6 If the reissue appUcation is a division or a continuation of anoAer copenctog reissue appUcation, 

FOR RELATED APPLICATIONS. Tlie cross-reference in the specification servo; as a 
notification to the pubUc that more than one reissue may replace the smgle on^ P^,"-^^ 
?^?appUcatiom are stiU pending, the appUcant should be required to amend the spe^^o^ 
to cross-Serence the multiple appUcations (37 CFR 1.177)^^gerf ^r«s^yh^o^ 
has, however, alread y issu_edjvi&ontthe cross-reference, ^.9"^^^;^^^°"^^^^ 
^sary cr Jss-reference -^bijssued^Caction must be mitiated by the exammg WigtEe 
S^^TC-SPREtoiiiTOffis is done). See MPEP 1451 for use of Paragraph 
10 19 (Memorandum). The claimed subjectmatterineachappfication must also be exa^ 
double patenting related issues and, where iq,propriate. rejections relating thereto must be made. 

TK..i.^»,cnfth.nririiial patent must be presented with original nmnbermg in each of the 
multiple reissue applicj^ons in unamended, amended or bracketed foim; however, the 
I^end^ versi^will only be issue4 if found allowable, m one of tiie ^J^P^'^oridnal 
Added claims will be numbered begimiing with the next highest munber (foUowmg the ongmal 
numbers) in each of the multiple reissues. 

7. minformationrehtingtoanylitigationmaybefoundintherec^^^ 

litigation search requested from the Scientific and Techmcal Information Center (STIC)^ If the 
St S^^^lved k litigation, or the litigation has been stayed, a one (1) montii repty penod 
KUT^inallOffiiacSons. See MPEP § 1442.01. ^^^^^^^ '\"Z":^r^ 
lee (3) month shortened statutory rq,ly period should be set m all Office actons. A two month 
period must be set if the reissue has been merged wrth a reexam (see TC SPRE). 

If it is determined that litigation is ongoing, 

14 11 M^mLm of the foUowing ^pUes: (A) a stay of litigation is m effect, (B) 

ias berterminIted; (C) there are no significant overlapping issues »>^^'y^;^^P^^^'*^^ 

the litigation; or (D) applicant has requested that the apphcahonbe exammed at this tme. 

;^pUcants are mider a continuing duty under 37 CFR 1.178 to infonntiie Office of related 
proceedings involving the original patent. 

8 Ifthepatent(orthereissue^pUcation)hasbeenassigned,37CFR§ 1.172 requires 1h^ all 
^Zf^olSanundividSinterestco^^ 

no SrSplication should so state. Otherwise, rt can be assumed tiie patent and/or 
rds^eScati^is assigned. MPEP 1410.01 discusses the acceptance of Ae reissue 
ipSffS examinatiS upon the filing of a petition requesting waiv« of the requnements of 
§1.172; however, the appUcation cannot be allowed without consent of all assignees. 
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Assignees myst establish their o^vnership interest m ^ep^t - J^^ ^^^^^^^^^ 
basrf by strictly complying with the provisions of 37 CFR§ 3 J3(b). MPEP324. An assignees 

SSp may be es^ibhshed by ("a" or V) and "c" below: 

a submitting to the Office copies of the documentary evidence of-a chain of tifle 
fromTSlinal owner to the assignee (e.g., copy of an executed assignment 
submitted for recording) as set forth in 37 CFR 3.73(b), or 

b. specifying where such documentary evidence is recorded in the Office (e.g., by 
reel and firame number), ^ 

c submitting a statement establishing ownership that mu5|be si^ed by a p^ 
^orized t? act onbehalf of the assignee, generally an officer off^^^ 

company. Hie statement may, however, be signed by ^VP^^^^^"^ ^ 
avemientthatthepersonisenq)oweredoraathonzedtosignonbehalfofthe 

assignee. 

The statement establishing ownership and the consent ESSt be ^y a person having the 
authority to do so. See the sanq)le fonn in Sec. 324 of the MPEP. 

If the assignee is an organization (e.g., coipoiation, partnership, university, government 
agency, etc.), then: 

A. the statement may be signed by a person in the organization having the 
t^o^TS^ onLhalf of the organization (e.g., an officer of the orgamzation, a 
diairman of the board of directors, etc.) ot 

B thestatementmaybesignedbyanyperson,ifthestatemejmclu^^^ 
avennentthat the person signing is ^ipowsed to sign such statement on behalf of 
the assignee. 



in CertificateofCorrectionchangesmustbeenteredinthereissueapph^oniK^^ 
S^^ormSSng. Tte^corporatethechangesaspartoftheongm^^ 
nSrS^^^ the^e. (Note: A clean copy ofthe specification with the C«^c^of 
Sr^^rcS^es incorporated therein may be requested by the ex^er mthe event 
?^g2 S^^ve^ince the presentation of a substitate specification m a reissue 
^fhSrhowever,prohi^itedbyrule.Tbus,appU^t™^^ 
s^ification must be accompanied by a petition under 37 U 
U25(d) and 37 CFR 1. 173(a)(1). Sudi a petition is decided by an OPLA Semor Legal 



Advisor.) 
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1 1. Errors that are not correctable by reissue include, for example: 

(a) Claiming subject matter in the reissue application which was canceled in response to a 
restriction requirement during prosecution of the original patent. In re Orita, 193 USPQ 145. 
Reissue may not be utilized to reclaim subject matter which was nonelected in the original 
application. 35 U.S.C. 251 cannot be used to circumvent other statutory requirements, e.g., 
the copendency requirement of 35 U.S.C. 120 for filing divisional appUcations on nonelected 
subject matter. This also applies to broadened variations of nonelected subject mattCT. (See 
MPEP 1402 and 1450). 

(b) Tlie filing of a reissue solely for the purpose of adding citations of additional prior art. 

A rejection based on 'Tack of leissuable" error under 35 U.S.C. 251 should be made in either 
of the above situations. 

Additionally, no-defect reissue appUcations, i.e., appUcations ffled without any assertion of 
an error in the original patent, are improper. Usually, this type of reissue contains no ctonges 
to the specification, drawings, or claims, and states no specific error in the oath/declaration. 
The appUcant may merely be seeking a pateutabiUty determination via reissue rather than 
reexamination. The claims should be rejected under 35 U.S.C. 251 for lack of error and as 
lacking statutory basis. 

(c) Errors wiiich are merely editorial or ^graphical in nature (that could be corrected by 
Certificate of Correction) may not, by themselves, sustain or support a reissue. 



If claims are broader in any respect, i.e., they read on subject matter the patent claims did not 
previously read on, dheck to see that: 

(a) the reissue appUcation was filed with the inventors as {q)pUcants (35 U.S.C. 251, third 
para.), and 

(b) the reissue q>pUcation has an effective fiUng date within two (2) years of the original 
patent date (35 U.S.C. 251, fourth paragraph). 

In addition, &e exammer should determine, that \<^iere broadening exists, the broadened 
claims, or a clear intent to broaden the claims, were first presented within two years of the 
patent date. [For example, if a reissue £q)pUcation was filed within two years of the patent 
grant date, but did not inchide either a preUminary amendm^ with broadened claims or a 
statement (even in an unexecuted declaration) estabUshing an intent to broaden, and a 
preUminary amendment or executed declaration with a statement of intent to broaden was 
filed outside the two years (as a response to a Missing Parts Notice), applicants would not 
have satisfied the statutory requirement of broadening within two years.] See MPEP Sec. 
1412.03. 
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13 A reissue appUcation will not be pennitted to "recapture" claimed subject matter deliberately 

canceled in the original application. NOTE: See Pannu v. Storz Imtmments, Inc 59 
^?QA^59TIn^l^^^^^^^ See MPEP§ 1412^02. 

^^.ZZmHesterv. Stein, 7«c., 46 USPQ2d 1641 (Fed. Cir. 1998). the court held that 
the recapture rule can be triggered by aigoment alone. 

Examiners should consuh the Memorandum on "Updated Guidance as to ^plying the 
RecaptureRuletoReissueAppUcations" issued on August 4, 2003, by the Deputy 
Commissioner for Patent Examination Policy for a statement of OfBce ^^^cy °n rec^t^ 
and exanmles involving recapture issues. Hiis memo may be obtamed from the TC SFKbs. 
or it can be accessed via the WEB at htlp://ptDweb/patents/opla/docaments. 



14 See MPEP § 1416. If the original ribboned copy of the patent has not been surrendered, the 

^ershouldpointthisoutinthenextOfficeaction. NOTE: Either the ongmalpatoit, or 
a*statementaddressingthelossorinaccessibilityoftheoriginalpatent,mustbere^^ 
before the reissue appUcation can be aUowed. If this is the only renunmng issue left to resolve 
in the reissue application, an Ex Parte Quayle action should be mailed When the ongmal 
patent (or a statement as to loss thereof) is smrendered in an 09/ or 10/ series app^oi^ ^ 
Lx on the reissue file wrapper must be checked and initiale4 and the ongmal patent nmnber 
entered (these requirements pertain only to 09/ and 10/ series sqjplications). 



15. 



If the reissue seeks to provoke an interference with an issued patent, the exammer shoidd 
carefally review MPEP §§ 1449.02 and 2306 through 2308. The reissue ^h^on should 
be exaritted on the merits to determine (1) if actual changes in either the specification or 
claims have been made, i.e., it is not an improper no^iefect r^sue appUcatoon, and (2) if 
there is at least one allowable claim which corresponds to a Proposed comt of the 
interference before an interference can be declared (see InreKeti m F.2d 830, 1 USPQ2d 
1427 (Fed Cir 1987)). NOTE: 35 U.S.C. 135(b) states that "A claim which ^s the same as, 
or for the same or substanliaUy the same subject matter as, a claim of an ^^V^J^l ^ 
not be made in any appUcation unless such a claim is made pnor to one year from the date on 
which the patent was granted." 

See MPEP § 2306 to determine who prepares the FTO-Form 850, Initial Interf^ence 
Memorandmn, when an appUcant seeks to provoke an interference with a patent classified m 
another group. 

Ifthe original patent is involved in an interference, the examiner must con^ 
administr^e patent judge (APJ) in charge of the interference before tetong any art.^^ 
the reissue appUcation. ft is particularly important that Ae reissue apphcation not be allowed 

without the API's ^proval. 

16 If the reissue appUcation or the original patent has emerged from ^ ^^f^^'^f 

as a losing party, the patentabiUty of the claims should be reviewed with respect to the 
count(s) of the interference. See MPEP § 2363.03. 
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17. See MPEP § 1413. Copies of the drawings from the printed patent may be submitted as the 

drawings in the reissue application and will be used as the drawings for publication in the printed 
reissue patent. The drawings from the patent file wifl not be transferred to the reiss^ie. New or 
amended figures on drawings must be filed as per 37 CFR 1 . 173(b)(3). 



18. See MPEP § 1414. All of the items athrough L listed below, relate to requirements of 37 CFR §§ 1.63 
and 1.175 andmustbecompUed with. NOTE: All oaths must be properly notarized and declarations 
must inchide declarant's warning against perjury and jeopardy to the validity of the patent. 

• a. Hie oath or declaration must identify the specification to v^ch it is directed as required by 
37CFR 1.63(a)(2). [ See MPEP § 601,01(a) for guidance regarding the acceptable mmimums for 
identifying the specification in an oath or declaration.] 

• b. The oath or declaration must identify each inventor by full name, and country of citizenship as 
required by 35 U.S.C. 115 and 37 CFR 1.63(a)(3). Eadi inventor's residence and mailing address 
must also be provided, if they have not been supplied in the ^phcation data sheet (37 CFR 1 .76). 
When filed by the assignee, the required information must be present, even if it is asserted that it 
is based on the last available information known to assignee {'"ixpon information and belief). 

• c. Tlie oath or declaration must state whether the inventor is a sole or joint inventor of the 
invention claimed as required by 37 CFR 1.63(a)(4). 

• d. The oath or declaration must state that the person signing has reviewed and understands Ae 
contents of the specification, including the claims, as amended by any amendment specifically 
referred to in the oath or declaration as required by 37 CFR 1.63(b)(1). 

• e. The oath or declaration must state that the person signing believes the named inventor or 
inventors to be the original and first inventor or inventors of the subject matter which is claimed 
and for which a patent is sought as required by 37 CFR 1.63(b)(2). 

f. The oath or declaration must state that the person signing acknowledges the duty to disclose to 
the Office all information known to the person to be material to patentability as defined in 37 
CFR 1.56 as required by 37 CFR 1.63(b)(3). 

g. Unless suppUed in an appUcation data sheet (ADS) (See 37 CFR 1 .76), tiie oath or declaration 
must identify the foreign application, if any, on which foreign priority is being claimed by 
specifying the application number, country, day, month, and year of its filing as required by 37 
CFR 1.63(c). If the original patent contains a claim for foreign priority, such claim must be 
repeated in the reissue application in order to retain priority to the earlier effective filing date. 
MPEP 1417. 
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• h. The oath or declaration imist comply with 37 CFR 1.175(a)(1) by stating that the applicant 
believes the original patent to be wholly (or partly) inoperative (or invalid) by reason of (1) a 
defective specification (or drawing) or (2) by reason of the patentee claiming more (or less) than 
the patentee had a right to claim in the patent. 

• i. The oath or declaration must identify at least one error being relied upon as a basis for the 
reissue and that it is indeed an appropriate error for reissue (37 CFR 1 .175(a)(1)). For example, 
"feilure to include the following claims in the original patent. . is not an accq>table statement of 
an error. Specific changes or amendments to the claims must be identified. If new claims are 
presented, their differences from the original claims must be pointed out. See MPEP 1414. 

• j. The oatii or declaration must state that " all errors being corrected in the reissue application up 
to the time of the filing of the oath or declaration arose without anv deceptive intention on the 
part of the applicant ' (37 CFR 1.175(a)(2)) or language equivalent thereto. 

• k. CHECK AT ALLOWANCE: For any error corrected, which is not covered by an oath or 
declaration, i.e., any error corrected after the filing of all declarations currently in the reissue 
appUcation, applicant MUST submit a sxq)plemental oath or declaration prior to allowance stating 
'' prjhat every such error arose without anv deceptive intention on the part of the applicant '' (37 
CFR 1.175(b)(1)), or language equivalent thereto. See MPEP 1444 for handling siq)plemental 
oaths/declarations. 

• 1. All oaths/declarations in a broadaiing reissue must be signed by all of the inventors. In a non- 
broadening reissue, either the inventors or the assignee(s) must sign the oath or declaration. 
MPEP 1410.01. 

19. If appUcant presents claims in the reissue to subject matter drawn to an invention patentably 
distinct from the invention claimed in the patent, 37 CFR 1 . 176 now permits the examiner to 
make a requirement for restriction. Where a restriction requirement is made, the original patent 
claims will be held to be constructively elected and the examiner will issue an Office action on 
the merits providing notification of the restriction requirement in such Office action. The 
examiner should hold the original patent claims to be constructively elected, unless a disclaimer 
of all the patent claims is filed in the reissue apphcation, which disclaimer cannot be withdrawn 
by apphcant. Thus, the examiner should issue an Office action (1) providing notification of the 
restriction requirement, (2) holding the added claims to be constructively non-elected and 
withdrawn from consideration, and (3) treating the original patent claims on the merits. See 
MPEP 1450. 

The criteria for making a restriction requirement in a reissue application between claims added to 
the patent (in the reissue) and original pat^t claims is the same as that apphed in a non-reissue 
plication. See MPEP 806 through 806.05(i). 
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The original patent claims (which have been constructively elected) will receive a complete 
examination on their merits, while the nonelected (added) claims directed to the added 
invention(s) will be held in abeyance as withdrawn from consideration. The ongmal clamis 
cannot be issued inihe first reissue ^pUcation as unamended unless there is a reissue error 
identified in the oath/declaration not directed to the claims (e.g., feihire to perfect § n9 pnonty), 
since they do not correct any error in the original patent (by themselves). If the on^ patent 
claims have been amended (in order to correct an error in the original patent which has been 
properly identified in the reissue declaration), and have been found allowable, they may be passed 
to issue in the first reissue. 

If the reissue appUcation contains only original unamended claims and is found to be allowable 
and no "error" under § 25 1 exists, further action in the reissue appUcation may have to be 
suspended whUe a divisional ^pUcation is filed for one of the non-elected mventions and is 
examined, or whUe an already filed divisional for a non-elected invention is examined This is 
because the Office will not grant a reissue patent which does not correct any error m the ongmal 
patent. 

Where restriction has been made as discussed above, the nonelected (added) claims will only be 
examined if filed in a divisional reissue application (unless a disclaimer of all the patent clamis is 
filed by applicant). Once a divisional appHcation containing the added claims is exammed and 
such claims are determined to be allowable, the examiner wiD send to the applicant a requirement 
under 37 CFR 1 177 to merge the two (or more) sets of allowable claims (the original claims m 
the first reissue application, and the added claims in the divisional) into a single appUcation, 
setting a two-month period (a Quayle action). If appUcant foils to respond to the requirement, or 
otherwise refuses to comply, the added and examined claims (of the divisional apphcation) wiU 
be passed to issue alone (since they, by themselves, do correct an error m the ongin^ patent) and 
prosecution will be reopened in the suspended first reissue appUcation. A rejection based on lade 
ofreissuable error under 35 U.S.C. 251 win be made in the first reissue ^Ucation. 

If the divisional appUcation(s) goes abandoned, prosecution will be reopened "^^^^ su^ended 
first reissue appUcation, and a rejection based on lack ofreissuable error under 35 U.S.C. 25 1 wiU 
then be made in that appUcation. Since no error in the original patent is bemg corrected, no 
reissue will issue. At that time, the ^pUcant may request return of the onginal surrendered 

patent from the TC. 



20 The examiner must determine if the patent (for which reissue is sought) is undergomg 
reexamination in a concurrent proceeding. This information is available by cUcking on 
"Continuity Data" in PALM under the original patent number. A Usting of any reissue 
appUcation or reexamination proceeding can be found under "Child Data." If a request for 
reexamination has been filed, the examiner should forward all related files (inchidmg aU reissue 
files and the reexam file, if it is available) to the Office of Patent Legal Administration (OPLA), 
via the TC SPRE, for consideration of a merger of the two proceedmgs. 
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the corrected reply. SeeMPEPSec. 714.03. 
1.173(b)(1). 

b. My change inlhespedficationj^rlhan^^ 

paragraph (when proposedbytheapphcart).Tteprec^e^^^ 173(b)(1) All 

reissue appfications. See MPEP 1455. 
a Oiigb.alpatti«clainB|nH^aalbeK«n»*««^ 37 CFR. 1.173(e). 

u j^w^^Kv a .rtatemeirt requesting Ihe deletion of a specified 

' ^'t:^'rj;2rL':»ssLi?cFR^.i73a.Ka). 

^Tevmting (and underltaiag) of to ««ir. oe« cl^n. 

•(Wice amended)." Oc ^j^^^aBim by presenting it as a new (fidly 
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f Each amendment submission must set forth the status of all patait claims and of all added 

claims (i.e., "pending" or "canceled") as of the date of the amendment. 37 CFR 1 .173(c). 

g. Each amendatory change, when first submitted, must be accompanied by an explanation of the 
su pport in the disclosure of the patent for the change (along with any additional 
comments) on page(s) separate from the page(s) containing the amendment. 37 CFR 
1.173(c). 

Amendments to the drawing (37 CFR 1.173(b)(3)): 

a. Amendments to the original patent drawings are not permitted. 37 CFR 1 . 173(b)(3). 

b. Any rhanges to the patent drawings must be made by way of a 37 CFR 1 .84 conq)liant new 

replacement sheets containing the amended figures. Any such replacement sheet shall 
include all of the figures appearing on the original version of the sheet. 

c. Amended figures must be identified as "Amended,'' and any added figure must be identified as 

"New." Cancelled figures must be surrounded by brackets and identified as "Canceled." 

d. An explanation of the changes must be provided in the remarks, preferably in the drawing 

amendments section, of the amendment paper. 

e. A marked-up copy of any amended drawing figure, including annotations indicating the 

changes made, may be inchided. If so, the marked-^ copy should be clearly labeled 
as "Annotated Marked-up Drawings." 



OTHER REQUIREMENTS/PROCEDURES TO BE CONSIDERED: 

a. Reissues filed for the sole reason of obtaining a patentability opinion without any 

accompanying amendments to the specification, drawing or claims are considered to be 
improper. These are "no-defect" reissues and should be rejected under 35 U.S.C. 251 for 
lack of error. See Item 1 1 above. 

b. All claims in a reissue appUcation stand or fell with the adequacy of the reissue 

oath/d6claration(s). MPEP 1444. If the reissue oath/declaration is considered to be 
deficient, all of the claims of the reissue ^pUcation should be rejected under 35 U.S.C. 
25 1, citing the appropriate section of 37 CFR 1 . 175 upon which the deficiency is based. 
See In re Clement^ cited above, in this regard. 

c. No reissue patent shall be granted enlarging the scope of the claims of the original patent 

unless applied for within two years fi^om the grant of the original patent, pursuant to 35 
U.S.C. 251 (and as further cited in 37 CFR 1.173(a)). 

d. No amendment to the patent may introduce new matter as set out in 35 U.S.C. 25 1 (and as 

cited in 37 CFR 1.173(a)). 
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e Original patent claiim modified by a ReexamiBation Certificate are 
^leir modified status, hereby the «rec^» do^^ 
Zdre tl.ro«ghreissue,claimsthatarethesameas.orbroaderthan,theongm^ 
Stiiatw^ecanceledoramendedthroughthereexaminabonfi^^^ Exparte 
Aforimoto, 18 USPQ2d 1540 (BdPatApp & Int 1990). 

f No restriction or election of species is permitted among the original claims of the patent during 
the reissue prosecutioiL See MPEP 1450. 
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(1) DO NOT SCAN THIS DOCUMENT INTO IFW. 

(2) This document should be placed into an Examiner Note folder for this 

application. 



PATENT EXAMINER 3C4/o4 
IFW REISSUE APPLICATION CHECKLIST 

Examiner: 4mt[^ iC 

Art Unit : 2^43 

Reissue Appl. No.: 

THIS CHECKLIST IS PROVIDED AS AN AH) TO THE REISSUE 
EXAMINATION PROCESS. IT SHOULD BE USED THROUGHOUT 
PROSECUTION AND MUST BE REMOVED FROM THE FILE AT THE TIME 
OF ALLOWANCE AFTER APPROVAL BY THE SPRE. 

Reissue applications are considered "SPECIAL" (MPEP § 1442). Any reissue appUcation 
appearing on an examiner's docket report should be taken up for action as the next new or 
amended case, even before other special appUcations. 

Prior to examining a reissue application, the examiner should obtain and review the original 
patent file if the patent issued fi-om a paper application, or access the file history if the patent 
issued fi:om a paper application. MPEP § 1440. Examination of the reissue appUcation is 
fi^equently directly linked to the prosecution histoiy of the original implication for the patent to 
be reissued. 

ALL CLAIMS IN THE REISSUE APPLICATION ARE SUBJECT TO A FULL 
EXAMINATION ON THE MERITS, INCLUDING THE RE-PRESENTED ORIGINAL 
CLAIMS OF THE PATENT. 

Examiner: Complete items 1-20 prior to completing a first Office action. 



Examiner 
SPRE 



- Complete items 21-22 when preparing the reissue appUcation for aUowance. 

- Place his/her initials of approval on the Reissue IFW SPRE fmal review form that is 
scanned into the file history at the time of review for allowance. 
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A "Reissue Guide" containing a further explanation of each of the items on the checklist is 
available in paper form or electronically (by e-mail) from the Technology Center SPRE or 
Paralegal 

Indicate that each of the applicable items set forth below has been thoroughly reviewed with respect to the 
above-identified reissue application by answering YES, NO, or N/A to the following questions. See TC 
SPRE for further assistance, if needed. 

YC^l, Has the original patent file wrapper in paper, or file history in IFW, been obtained and 
reviewed? If NO, see "Reissue Guide'* for Jurther assistance, 

2. Is the (original) patent still in force, i.e., has not expired due to the conclusion of its 
term or due to the non-payment of the scheduled maintenance fees? A reissue 
application must actually issue as a reissue patent before expiration of the original patent 
Accordingly, always make sure the patent will not expire during prosecution of the reissue 
application See ''Reissue Guide "for methods of checking patent term, 

y?^^ 3. Has notice of the filing of the reissue application been published in the Official Gazette 
(O.G.)? If NO, STOP action and have your TC Paralegal forward the application to OIPE 
to effect publication. Reissue RCEs are not announced in the 0,G. 

yfr^ 4 . Is the current date more than two months after the O.G* publication date? ? If NO, 

wait until the two-month period has expired before preparing and issuing an Office action, 
unless directed otherwise by a decision of the Office of Patent Legal Administration or 
Office of Petitions in the file. Continuation/divisional reissues maybe acted upon before the 
expiration of the two-month period 

W0_5. Has the file been reviewed for the presence of any protests under 37 CFR 1.291(a)? 

Protests may be filed during the two-month period following the O.G. notice, or anytime up 
until the Notice of Allowance, and should be considered in the next Office action, if in the 
file. See "Reissue Guide" for instructions on handling protests. 

Is the reissue application a division or a continuation of another pending reissue 
application, or is there a child reissue application that is a division or continuation of 
this application? See In re Graff. 42 USPQ2d 147 L If YES, special handling as per 
"Reissue Guide'' is required. See Item 19 below for restriction practice. 

Ni0_7. Is the patent or the reissue application involved in litigation? Information may be found 
in file or requested from STIC. If YES, shortened reply periods may have to be set by the 
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Examiner, or prosecution may have to be suspended See "Reissue Guide. " If NO, proceed 
with examination. 



8. If the reissue application has been assigned, does it include the written consent to the 
filing by all of the assignees (37 CFR 1.172(a))? See MPEP § 1410.01. JfNO, and a 
petition for a waiver of this requirement has been granted, the assent may be deferred until 
the case is otherwise allowable. 



^ 9 . Have all documents (in applications filed on or after September .24, 1992) which are 
signed by, or on behalf of, the assignee(s) been checked and found to comply with the 
provisions of 37 CFR § 3.73(b)? This includes "consent" in No. 8, above. If NO, the 
statement under § 3. 73(b) must be required before allowance. 



\V2 lO.Were any changes made to the patent by a Certificate of Correction dated prior to the filing 

of the reissue? If YES, check to see if the changes were properly entered as though part of 
the original patent, i.e., no brackets or underlining. 



1 l.Has the application been reviewed for the presence of any errors, including any not 

specifically identified, which are not correctable by reissue? Reissue doesn Y cure all 
patent ills. See "Reissue Guide'' for listing of some errors which cannot be corrected by 
reissue. 



ii<^ 12.Are any claims broader in scope (in ANY respect) than the original patent claims? If YES, 
note 35 USC 251, 3rd and 4th paragraphs. If NO, proceed to item 14. 



jyJ0_13.Does the broadening (from Item 12) attempt to "recapture" any claimed subject matter 
which was deliberately added, or argued, to overcome a rejection in the original 
application? See ''Reissue Guide" for explanation of "recapture doctrine.'' Subject matter 
deliberately surrendered may not be recaptured (reclaimed) in a reissue application. 



^ 14.Has; (1) the original patent been surrendered OR (2) does the application contain a 

statement that the original patent is lost or misplaced? If NO, the application cannot be 
allowed until either (1) or (2) is obtained 



IS.Does the reissue application seek to provoke an interference with another patent? If NO, 

proceed to Item 17. If YES, see "Reissue Guide. " 
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I6.D0 the issues of interference estoppel and the "lost count" doctrine apply? Applies to losing 

party of an interference. See Reissue Guide. " 

y&5 17.Does the application include drawings (copies or originals) which meet the requirements of 
37 CFR 1.84? If YES, he sure there are no amendments or additions to the original figures. 
Transfer of the drawings from the patent file is not done by the Office, 

(V i^ IS.Does the reissue oath or declaration comply with all of the requirements of 37 CFR § 1.63 

and 37 CFR § 1.175? See list of requirements in ''Reissue Guide. " If NOT. reject under 35 
U.S.C 251 (citing relevant portion of 37 CFR L 63 or 1. 1 75), 

lf vl() I9.Does the reissue application contain claims to more than one invention? 37 CFR 1.176. If 

yes, and the several inventions were claimed in the patent, a restriction requirement dividing 
the several inventions cannot be made in the reissue. If added claims in the reissue are 
drawn to an invention not previously claimed, a restriction is possible. See Reissue Guide, 

KiO 20 Is the original patent currently involved in a reexamination proceeding? To determine this, 
check ''Continuity'' in PAIM for the original patent number If YES, forward all related 
files (including any reexam or reissue directed to the original patent) to the Office of Patent 
Legal Administration (OPLA) for consideration of a merger of the proceedings, 

THE FOLLOWING QUESTIONS SHOULD BE COMPLETED WHEN PREPARING THE 
APPLICATION FOR ALLOWANCE: 

^21. Have all amendments to the specification, drawings and claims been reviewed and found to 

comply with 37 CFR § 1.173(b)? See amendment practice described in "Reissue Guide, " 
If NO, amendment in accordance with § 1,17 3(b) will be required, 

^22.The following items should be verified at the time of Allowance: 

a. None of the original patent claims have been renumbered. 

b. Final numbering of claims added by reissue must follow the number of the highest 



numbered patent claim. 

_ c. The claim selected for printing is one which was added or amended during reissue - never 
a canceled claim. (Where no claim is amended/added, print the same claim printed in the 
original patent). 

_ d. On the Issue Classification sheet, the final claim numbering must be filled in properly. A 
canceled patented claim retains its original nximber although not considered in the total 
number of claims allowed. Therefore, on the Issue Classification Sheet, the number in the 
box designated 'TOTAL CLAIMS ALLOWED" may be less than the highest number of the 
last allowed claim. 
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_e. Any Examiner's Amendment which makes a change to the patent which change is 
substantive in nature may necessitate a supplemental reissue oath/declaration from applicant. 

_f. Classification and cross referencing on the Issue Classification Sheet should include at 
least those classes and subclasses designated on the original patent. If a reclassification 
prevents use of the same class/subclasses, the new class/subclasses should be used. 

jg. Tenninal Disclaimer (TD) information has been placed in the IFW file wrapper for TDs 
filed either in the original patent or in the reissue application. 

h. The references cited in the original patent have been cited in the reissue ^plication on a 
Form PTO-892 or PTO-1449. 

i. For any error corrected, which is not covered by an oath or declaration, i.e., any error 
corrected after the filing of all declarations currently in the reissue ^phcation, applicant 
MUST submit a supplemental oath or declaration prior to allowance stating " fTJhat 
every such error arose without any deceptive intention on the part of the applicant " (37 
CFR 1.175(b)(1)), or language equivalent thereto. See MPEP 1444 for handling 
supplemental oaths/declarations. 



The red Action folder including the Issue Classification Sheet for each allowed reissue 

application, together with the original patented file, if in paper, is submitted to the TC SPRE 
for review prior to being released from the Technology Center, ^proval of the reissue is to 
be initialed by the TC SPRE on one of the papers that are scanned into the file history. 
The SPRE should also enter original patent number, where the SPRE initials. Once the 
reissue has been approved and revised for issue, the red Action Folder and any paper files 
should be sent to the Office of Patent Legal Administration. 

This checklist is to be removed from the Action Folder by the SPRE at the time of final review. 

All reissue applications are screened by the Office of Patent Legal Administration 
(OPLA). Thus, the office of the SPREs will ''message" the OPLA IFW reissue mailbox, 
after the TC has finished working on the case, e.g., counted, mailed, and image uploaded 
to IFW of all work. 



Examiner: 



Date: 



